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3REMARKS 

Claims 1-41 aie pending in the applicatioiL New claims 33-41 have been added herein. 
The position set forth in the Office Action has been carefoUy considered. Favorable 
reconsideration of the ^plication, as amended, is respectfully requested. 



L ALLOWABIvE SUIUECT MATTER 

Applicant acknowledges vnth appreciation the allowance of claims 1-14, and 31. In 
addition, applicant notes witli appreciation the indicated aUowability of claims 16, 19, 23, and 28 
subject to being amended to independent form. 

Applicant believes tLit all pendmg claims are in condition for allowance in their current 
form for at least the reasons set forth below. 



Sl- REJECTIONS OF CLAIM S 15. 17, 18. 20-22, 24-25, 27. 29. AND 32 UNDER 35 

U,S>C, g 102(el 

Claims 15, 17, 18, 20-22, 24-25, 27, 29, and 32 stand rejected under 35 U.S.C. § 102(e) 
as being anticipated by U.S. Patent No. 6,574,797 C'NaegeU^O- Withdrawal of the rejections is 
respectfully requested. 

As fully e(xplained in the prior responses, some of the pending claims pertain to modems 
on a network where the individual modems are allowed to transmit upstream only in separate 
time slots. Time slot allocation is often administered by a "cable modem termination system" 
(CMTS) responsible for the eritire network of cable modems, which may number into the many 
thousands. Regardless of whether specific time slots are allocated for upstream transmissions, 
the claimed invention requiret! a method, apparatus, or computer program product that takes 
upstream FFT measurements or noise measurements at one time when a potentially faulty 
modem is transmitting upstresim and at another time when no modem is transmitting upstream. 

Independent claim 15 .recites "a processor for performing computations on the FFT 
measurements and communiciting data, wherein the data relates to noise levels of the upstream 
signal at predetermined times.'' Claim 15 further requires that *the predetermined times 
correspond to 

a fiLrst time when a cable modem is transmitting data upstream, and 
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a second time when no data is being transmitted upstream," 

Independent claims 21, 27, and 32 contain related recitations of the FFT/noise 
measurements generated at tunes when the modem in question is transmitting and when no 
modem is traixsmitting. 

In the Office Action, the Examiner asserts that Fig. 7 of the Naegeli patent shows the 
above-identified "first time when a cable modem is transmitting data upstream, and second time 
when no data is being transfldtted upstream.*' Applicants respectfully disagree. 

Naegeli^s system locates a clean bandwidth within a frequency channel (column 12, lines 
11-13). Such a fiiequency channel has 32 'T^ins,** or FFT points. Each of these 32 bins has a 
frequency slice of, for example, 100 kHz, Naegeli, column 15, lines 13-16. In order to identify 
the clean bandwidth, the Naegeli system scans the contiguous bins, one by one, for FFT analysis 
fix)m the lowest frequency bin to the highest frequency bin, for example. See, column 8, lines 
49-55, Since FFT analysis inevitably requires some time to process data, the horizontal axis of 
Fig. 7 referred to as 'time" (column 8, line 12) actually indicates frequency covering contiguous 
band shces or frequency bins within a fiTcquency chaimeL Therefore, Naegeli's Fig. 7 does not 
show the claimed **first time and second time." 

The Examiner points to portions 710 and 714 in Fig. 7 of Naegeli as describing the 
claimed **first time when a caJDle modem is transmitting data upstream.*' However, these peaks 
in Fig. 7 merely correspond to generic ingress noise from any of various possible sources. See, 
column 4, lines 27-45. It is r\:spectfully submitted that the generic representation of ingress 
noise in Figure 7 does not suggest, with the specificity required to support a 102 rejection, data 
or noise which is being transmitted upstream by any particular cable modem. Ingress noise can 
originate with many possible soxjtccs, internal and external to the cable network. Some are listed 
in the Backgroimd section of The appUcation at issue. Therefore, the Naegeli patent fails to teach 
or suggest the claimed identilication of predetermined times when a cable modem is transmitting 
data upstream, and when no data is beix^ transmitted upstream. 

In summary, the NaegeU patent is silent on a first time when a cable modem is 
transmitting data upstream, ajld a second time when no data is being transmitted upstream, as 
claimed. In view of the foregoing, it is respectfully submitted that the invention of claims 15, 21, 
27, and 32, and their d^endextt claims is patentable over the cited art. Withdrawal of the 
rejections to claims 15, 17, 1S» 20-22, 24-25, 27, 29, and 32 is respectftilly requested. 
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UL REJECTIONS OF CLAIM S 26 AND 30 UNDER 35 U-S,C. S lQ3(a^ 

Claims 26 and 30 stand rgected under 35 U.S.C. § 103(a) as being unpatentable over the 
Naegeli patent. Applicants respectfoUy snbrait that Naegeli does not qualify as prior art under 35 
U.S.C. § 103(a) because 35 as,C, § 103(c) is applied here. 35 U.S.C. § 103(c) is reproduced 
below: 

Subject matter developed by another person, which qualijSes as prior art only 
under one or more of subsections (e), (Q, and (g) of section 1 02 of this title, shall 
not preclude patentability under this section where the subject matter and the 
claimed inveixtion were, at the time the invention was made, owned bv the same 
person or sul?f ect to a n obligation of assignment to the same p erson, (emphasis 
added) 

First, it is noted that the present application was filed as a continued prosecution 
application (CPA) on December 6, 2002. Since a CPA is a new appUcation, the present 
application benefits the application of § 103(c) (effective as of November 29, 1999), which 
disqualifies commonly owned prior ait. 

The claimed invention of this application was owned by Cisco Technology, Ihc, and 
subject to an obligation of assignment to Cisco Technology, Me. at the time the invention was 
made. See, the assi gnment filed in the original application on June 3, 1999, Additionally, the 
subject matter of the Naegeli patent is also assigned to the same entity, i.e., Cisco Technology, 
Inc. According^iy, under 35 U.S-C, § 103(c), the Naegeli patent does not qualify as prior art 
under 35 U.S.C- § 103(a), Withdrawal of the rejections is respectfully requested. 



IV, NEW CLAIMS 

New claims 33-41 have been added herein. 

Means plus function claims 33-35 correspond to allowed method claims 1, 6, and 11, 
respectively. Therefore, claims 33-35 are believed to be in condition for allowance. 

Means plus function claims 36-41 correspond to method claims 21-26, respectively. 
Since claim 23 has been indicated its allowability, and claixas 21-22, and 24-26 are believed to 
be in condition for allowance as discussed above, claims 36-41 are also believed to be in 
condition for allowance. 
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V. CONCLUSION 

Applicants believe that all pending claims are in condition for allowance, and respectfully 
requests a Notice of Allowance at an early date. If Hie Examiner believes a telephone conferaice 
would expedite prosecution of fliis application, please telephone the undersigned at 510-843- 
6200, fact 245. 



Respect&lly submitted, 

BEYER WEAVER & THOMAS, LLP 




Haruo Yawata 

Limited Recognition under 37 CFR § 10.9(b) 



P.O. Box 778 

Berkeley, CA 94704-0778 

Tel: 510-843-6200, ext. 245 



12 



App No. 09/325,534 

Alty Docket CISCP085/799 



PAGE 14/15 ' RCVD AT 7/1612004 7:33:23 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-1/0 ' DNIS:8729306 ' CSID:15108436203 * DURATION (inin-ss]:0440 



JUL 1 6. 2004 4:39PM 



BWT LLP (BERKELEY) 



NO. 962 



P. 15 



BEFORE THll OFFICE OF ENROLLMENT ANB DISCIPLINE 
UNITED SirATES PATENT AND TRADEMARK OFFICE 



milTBlC} RECOGNITION UNDER 37 CFQl § 10^(b) 

Mr. HanioYawala is hereby limited rec^^ 10,9(b) as an employee of 

Beyer Weaver & Thomas, LLP to prepare and prosecute patent applications wherein flic patent 
apfpficant is the client ofBqFcr Weaver & Thomas, LLP, and flic attorney or agent of lecoid in the 
q)ldk»lioii8isaie£^ste3PBdpac4itioaer«iioisamead}erofB«yerWe This 
limited lecognitioii shaQ expire on ifae date qjpearing below, ot when vidnchever of the following 
eventsfiistoccmspriorto the date appeasing below: (0 Nfr. I^rooYawatn ceases to IswfiiUy reside 
in United States, (iO Mr. Hanio Yawata^s employment wifli B^er Weaver & Thomas, IIP 
ceases or is tenmnated, or Mr. Hanio Yawata ceases to remain or reside in the lAnted S&tes on 
anH-1 visa. 

This docmnent constitntes pniof of sudi recognition. The original ofthisdocnment is on file in the 
Q£Sce of Emolhnent and Discipline of fl» U.S. Patent and Trademaik Office. 
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Expires: Angnst 28| 2004 




HanyLMl^ 
Director of Enrollment and Disc^Iine 



